
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/670,815 


09/25/2003 


Paul Moulton 


A35985 - 070121.0573 


7621 



21003 7590 03/07/2007 

BAKER & BOTTS L.L.P. 
30 ROCKEFELLER PLAZA 
44TH FLOOR 

NEW YORK, NY 101 12-4498 



EXAMINER 



HORTON, YVONNE MICHELE 



ART UNIT 



PAPER NUMBER 



3635 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



3 MONTHS 03/07/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 



Office Action Summary 


Application No. 

10/670,815 


Applicant(s) 

MOULTON ET AL. 


Cyn t~n i nor 

Yvonne M. Horton 


Art Unit 

3635 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



^SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )KI Responsive to communication(s) filed on 14 December 2006 . 
2a)D This action is FINAL. 2b)£3 This action is non-final. 

3) Q Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 2-8. 10,12-15,1 7-38 and 41 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) 32 and 33 is/are allowed. 

6) D Claim(s) 2-8.10,12-15,17-31.34-38 and 41 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) IEI The drawing(s) filed on 25 September 2003 is/are: a)D accepted or b)Kl objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or(f). 
a)D All b)D Some * c)Q None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) (^Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date . 



4) □ Interview Summary (PTO-413) 

Paper No(s)/Mail Date. . 

5) O Notice of Informal Patent Application 

6) pother: Aj^uU^^ 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No /Mail Date 200701 17 



Application/Control Number: 10/670,815 Page 2 

Art Unit: 3635 

DETAILED ACTION 
Status of the Claims 

Claims 1,9,11,16,39,40 have been cancelled and claims 2-8,10,12-15,17-38 and 
41 await an action on the merits. 

Withdrawal of Allowable Subject Matter 

The indicated allowability of claims 22,34-36,38 and 41 is withdrawn in view of a 
more thorough review of the reference(s) to HARTKORN. Rejections based on the 
newly cited reference(s) follow. 

Drawings 

The drawings are objected to under 37 CFR 1.83(a). The drawings must show 
every feature of the invention specified in the claims. Therefore, the "notches or cuts" 
and the "detached or discontinuous segments" must be shown or the feature(s) 
canceled from the claim(s). No new matter should be entered. 

Corrected drawing sheets in compliance with 37 CFR 1.121(d) are required in 
reply to the Office action to avoid abandonment of the application. Any amended 
replacement drawing sheet should include all of the figures appearing on the immediate 
prior version of the sheet, even if only one figure is being amended. The figure or figure 
number of an amended drawing should not be labeled as "amended." If a drawing figure 
is to be canceled, the appropriate figure must be removed from the replacement sheet, 
and where necessary, the remaining figures must be renumbered and appropriate 
changes made to the brief description of the several views of the drawings for 
consistency. Additional replacement sheets may be necessary to show the renumbering 
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larger block out widths ease placement of the smaller lateral wings during placement of 
the compression seals. The specification does not detail the specifics of the width and 
length of the lateral wings or reasons for the length being "substantially" larger than the 
width. 

Claim Rejections - 35 USC § 102 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1,2,5-8,10,26,30 stand and 38,40 is rejected under 35 U.S.C. 102(b) as 
being anticipated by US Patent #4,637,085 to HARTKORN. Regarding claims 1 ,38 and 
40, HARTKORN discloses the use of a compression seal for an expansion joint (1 ) 
between two adjacent elements (15,16) including a compressible sealing portion (2) 
having an elastic membranes (T,48) and at least a lateral wing (5,6) 




extending therefrom and extruded as one-piece therewith; wherein the lateral wings, 
have a width (W) and a height (H) such that the width (W) is larger than the height (H) 
and a thickness (TH) that is larger than the thickness of the elastic membranes (T,48) 
and are configured to be bonded to a surface of the adjacent elements (15,16). 
Regarding the 35 U.S.C. 1 12 rejections above, the applicant has shown no criticality for 
the length of the lateral wings being 'substantially" larger than the width of the wings. 
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attention is brought to the fact that bonded, as defined by Random House New 
Collegiate Dictionary (see attachment) means to bind, fasten or confine. Clearly, the 
portions (20,21) and by (30,31) and (37,38) of HARTKORN at least binds, fastens and 
confines the lateral wings (5,6) within members (15,16) and indirectly to surfaces (TA). 
In reference to claim 2, HARTKORN discloses that his wings (5,) have a thickness of 
3.5 cm that converts to 1 .37 inches which is at least a half of an inch. Regarding claims 
5 and 6, the compressible sealing portion (2) includes a membrane having longitudinal 
tubes/channels (as at 41 ,42) that extends along the length thereof and are inherently 
known to aid in varying, the lateral width of the member. Regarding claims 7 and 8, the 
lateral wing portion (5,6) includes longitudinal channels (CH-2) and grooves (as at 40). 
In reference 10, the compressible seal of HARTKORN has the same cross-sectional 
configuration throughout. Regarding claims 26 and 27, as mentioned earlier, the 
"tubes/channels" (as at 41 ,42) inherently change or deform in order to vary the lateral 
width of the compressible sealing portion (2). 

Claims 12,15,17-24,28,29,35,36,38 and 41 are rejected under 35 U.S.C. 102(b) 
as being anticipated by US Patent #5,584,152 to BAERVELDT. Regarding claim 35, 
36,38 and 41 , BAERVELDT discloses the use of an expansion joint system including 
an expansion joint spacing (SP) between two adjacent concrete elements (C); a one- 
piece compression seal (11) having elastic membranes (EM) and at least a lateral wing 
(1) extending therefrom and extruded as one-piece therewith; wherein the lateral wings 
(1) have a thickness (W) larger than a thickness (TH) of the elastic membranes (EM) 
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and grooves (7,8) bonded to a block-out region (D) adjacent the concrete elements (C) 
such that the lateral wings (1) are received therein and the compressible sealing portion 
(1 1) is inserted in the expansion joint spacing (SP). The applicant's attention is brought 
to the fact that bonded, as defined by Random House New Collegiate Dictionary (see 
attachment) means to bind, fasten or confine. Clearly, the portions (12,16) and by (B) of 
BAERVELDT at least binds, fastens and confines the lateral wings (1) within (D). 
Further regarding claims 22,35 and 36, the lateral wing (1) has a surface (12,16) is 
bonded to a surface (SU,15) of the block-out region (D) and the lateral wing (1) being 




formed of a durable rubber material is inherently flexible and able to hinge as at (H). 
And with further reference to claims 38 and 41 , the height (HE-1) of the compressible 



Application/Control Number: 1 0/670,81 5 Page 6 

Art Unit: 3635 

sealing portion is substantially larger than the height (HE-2) of the lateral wings (1). In 
reference to claim 12, the depth of the block-out (D) is about the same as the thickness 
(W) of the lateral wings (1). Regarding claim 15, the lateral wing (1) is bonded to the 
block-out region (D) by an anchoring bolt (B). In reference to claims 17 and 18, the 
one-piece compression seal (11) is made from an extruded polyethylene or propylene 
rubber. Although BRAERVELDT does not explicitly detail EPDM, extruded polyethylene 
or polypropylene, in trade, are inherently known as EPDM rubbers. Regarding claims 
19,20,28 and 29, the compressible sealing portion (1 1) is a membrane that includes 
longitudinal tubes/channels (CH) inherently deform to allow the compressible sealing 
portion (1 1 ) to vary in lateral width. In reference to claim 21 , the lateral wings (1) 
include channels (CH-2). Regarding claim 23, the compressible seal (1 1) of 
BAERVELDT has the same cross-sectional configuration throughout. In reference to 
claim 24, the adjacent concrete elements (C) have a floor slab (SU) and a vertical wall 
(15), and the compressible sealing portion (11) has a substantially vertical wall (VW) 
that is bonded (as by through use of a narrow sealant) to the vertical wall (VW-2) of 
BAERVELDT, column 3, lines 40-45. 

Claim Rejections • 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 3 and 4 stand rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Patent #4,637,085 to HARTKORN in view of US Patent #5,213,441 to 
BAERVELDT. HARTKORN discloses the basic claimed compression seal except for 
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explicitly detailing the type of rubber material used to form the seal. BEARVELDT 
teaches that it is known in the art to use an extruded polyethylene or propylene rubber. 
Although BRAERVELDT does not explicitly detail EPDM, extruded polyethylene or 
polypropylene, in trade, are very well known in the art as EPDM rubbers. Thus, it would 
have been obvious to one having ordinary skill in the art at the time the invention was 
made to form the member of HARTKORN out of EPDM rubber, as taught by 
BAERVELDT, in order to have an expansion member that is durable yet capable of 
deforming, has a high density thus transfers forces well, and is weather and wear 
resistant. 

Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent #5,213,441 to BAERVELDT. BAERVELDT discloses the basic claimed 
compression seal except for explicitly detailing the length of the lateral wings. Although 
BAERVELDT is silent in this regard, it would have been obvious to one having ordinary 
skill in the art at the time the invention was made to select a known wing length suitable 
for the size of the block-out as an obvious matter of design choice. For instance, if the 
design requires a tighter fit of the expansion member between the concrete members 
perhaps a much larger lateral length would be used because it would cause the 
expansion joint to fit more snug therein. However, if the design does not require a tight 
fit a wing length that comfortable seats within the block-out region would prove 
profitable. 

Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent #5,213,441 to BAERVELDT in view of US Patent #4,932,183 to COULSTON. 
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BAERVELDT discloses the basic claimed compression seal except for explicitly 
detailing that the lateral wings are bonded using an adhesive. COULSTON teaches that 
it is known in the art to use an adhesive (34) to bond the lateral wings (12) of an 
expansion joint member (10) to a surface (22,24). Thus, it would have been obvious to 
one having ordinary skill in the art at the time the invention was made to provide the 
expansion joint member of BAERVELDT with the adhesive of COULSTON in order to 
provide the system with added strength and rigidity thereby enabling the system of 
BAERVELDT to withstand larger forces and to have more wear resistance. 

Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent #5,213,441 to BAERVELDT in view of US Patent #5,887,400 to BRATEK et aL 
BAERVELDT discloses the basic claimed system except for concrete slab and 
compressible seal portion having vertical and horizontal portions or sections and except 
for the lateral wings being discontinous. With reference to the vertical and horizontal 
portions or sections, BRATEK et al. teaches the use of a concrete area (10,12) is 
stepped having a horizontal step portion (HP) and a verticaf riser portion (VR) such that 
the one-piece compression seal (SE) includes a horizontal (HZ) and a vertical section 
(VS) bridging; respectively, the horizontal step portion (HP) and the vertical riser portion 

(VR). Although BRATEK et al. does not detail the use of a discontinuous lateral wing, it 

j 

would have been obvious to one having ordinary in the art at the time the invention was 
made to form the concrete and compressible seal portion of BAERVELDT as having 
vertical and horizontal portions or section, as taught by BRATEK et al. in order to create 
a system that is much more versatile and able to be used in a number of areas including 
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flat and angled areas. With reference to the lateral wings, it would have been obvious 
of having ordinary skill in the art at the time the invention was made to form the lateral 
wings of BRATEK et al. into several elements since it is known to form that which was 
previously known as being formed in one-piece since it is within general skill of a worker 
in the art. 

Claim 30 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
Patent #4,637,085 to HARTKORN in view of US Patent #4,932,1 83 to COULSTON. 
HARTKORN discloses the basic claimed compression seal except for explicitly detailing 
that the lateral wings are bonded using an adhesive. COULSTON teaches that it is 
known in the art to use an adhesive (34) to bond the lateral wings (12) of an expansion 
joint member (10) to a surface (22,24). Thus, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to provide the expansion joint 
member of HARTKORN with the adhesive of COULSTON in order to provide the 
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system with added strength and rigidity thereby enabling the system of HARTKORN to 
withstand larger forces and to have more wear resistance. 

Claim 37 is rejected under 35 U.S.C. 103(a) as being unpatentable over US 
patent #5,887,400 to BRATEK et al. BRATEK et al. discloses the use of an expansion 
joint system including an expansion joint spacing (SP); a one-piece compression seal 
(36) including a compressible sealing portion (SE) made up of elastic membranes (EM) 



and lateral wings (LW); wherein the lateral wings (LW) have a thickness that is larger 
than a thickness of the individual elastic membranes (EM); and a block-out region 
between the areas (14,16) wherein the adjacent concrete area (10,12) is stepped 
having a horizontal step portion (HP) and a vertical riser portion (VR) such that the one- 



piece compression seal (SE) includes a horizontal (HZ) and a vertical section (VS) 
bridging; respectively, the horizontal step portion (HP) and the vertical riser portion 
(VR). BRATEK et al. discloses the basic claimed system except for the lateral wings 
being discontinous. Although BRATEK et al. does not detail the use of a discontinuous 
lateral wing, it would have been obvious to one having ordinary in the art at the time the 
invention was made to form the lateral wings of BRATEK et al. into several elements 
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since it is known to form that which was previously known as being formed in one-piece 
since it is within general skill of a worker in the art. 

Allowable Subject Matter 
Claims 32 and 33 remain as being allowed. 

Response to Arguments 
Applicant's arguments with respect to the claims have been considered but are 
moot in view of the newly revised ground(s) of rejection. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Yvonne M. Horton whose telephone number is (571) 
272-6845. The examiner can normally be reached on 6:30 am - 3:00 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Carl Friedman can be reached on (571) 272-6842. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Yvonhewl. Morton 
Exarr iner 
Art Uki/3635 
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